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DETAILED ACTION 



1. This communication is in response to applicant's response received on 
7/13/2004. 



2. Applicant's arguments with respect to the rejection (s)of claim(s) 1 and 23 
have been fully considered and are persuasive. Therefore, the rejections have been 
withdrawn. However, upon further consideration, a new ground(s) of rejection is made 
in view of U.S. Patent 6,697,298. 



3. Claims 1-33 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-20 of U.S. Patent No. 
6,697,298. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the instant claims are generally broader than the 
claims in U.S. Patent 6,697,298. Broader claims in a later application constitute obvious 
double patenting of narrow claims in an issued patent. See In re Van Ornum and 
Stang, 214, USPQ 761, 766, and 767 (CCPA) (the court sustained an obvious double 
patenting rejection of generic claims in a continuation application over narrower species 
claims in an issued patent); In re Vogel, 164 USPQ 619, 622, and 623 (CCPA 1970) 
(generic application claims specifying "meat" is obvious double patenting of narrow 
patent claims specifying "pork"). 



Response to Arguments 



Double Patenting 
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4. Claims 1 , 2, 5, 1 1 , 23, 24 and 29 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claim 1 of 
U.S. Patent No. 6,697,293. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because: 

Regarding claim 1, claims 1 of this application claim an acoustic telemetry 
apparatus for transmitting signals from a first location within a well borehole to a second 
location comprising: 

a) an elongated member having a longitudinal bore; 

b) a reaction mass movably disposed on the elongated member; and 

c) an actuator coupled to the elongated member and the reaction mass at the 
first location within the well borehole, the actuator actuated to induce an axial 
reciprocating movement of reaction mass relative to the elongated tube, whereby the 
reciprocating movement causes an acoustic wave to transmit into the elongated 
member, the acoustic wave being indicative of the signal. 

Claim 1 of U.S. Patent 6,697,298 also claims an acoustic telemetry apparatus for 
transmitting signals from a first location within a well borehole to a second location 
comprising: 

a) an elongated member (extending from within the borehole to the surface 
location, the elongated member being substantially free to move axially toward the 
surface and capable of carrying acoustic waves there-through); 

b) a reaction mass disposed adjacent to the lower end of the elongated member; 
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c) an actuator coupled to the elongated member and the reaction mass, the 
actuator exerting axial force on the elongated member and the reaction mass at a 
predetermined frequency, whereby the reaction mass causes the substantial portion of 
the axial force to transmit into the elongated member at the predetermined frequency. 

Even though, claim 1 of U.S. patent 6,697,298 does not specifically mention said 
elongated member has a longitudinal bore, however, the claimed limitations "the 
elongated member.... capable of carrying acoustic waves there-through" and 
"whereby the reaction mass causes the substantial portion of the axial force to transmit 
into the elongated member at the predetermined frequency" implies that said elongated 
member has a longitudinal bore so that a signal can be transmitted into the elongated 
member. Therefore, it would have been obvious to one of ordinary skill in the art to 
provide an elongated member having a longitudinal bore to the acoustic telemetry 
apparatus disclosed by U.S. Patent 6,697,298 in order to transmit the actuated signal. 

Claim 23 is rejected for the same reasons as claim 1 . 

Claims 2 and 24 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 10 of U.S. Patent 
No. 6,697,298. Claim 10 of U.S. Patent 6,697,298 also claims a controller for 
controlling the acoustic actuator. 

Claim 5 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 3 of U.S. Patent No. 6,697,298. 
Claim 3 of U.S. Patent 6,697,298 also claims that the elongated member is selected 
from a group consisting of (i) a drill pipe; (ii) a coiled tubing; and (iii) a production tube. 
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Claims 1 1 and 29 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 1 of U.S. Patent 
No. 6,697,298. Claim 1 of U.S. Patent 6,697,298 also claims oscillation at a 
predetermined frequency. 

5. Claims 3, 4, 25 and 26 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 1 of U.S. Patent 
No. 6,697,298 in view of Bedenbender et al. U.S. Patent 4,519,053. 

Regarding claims 3 and 25, Claim 1 of U.S. Patent 6,697,298 teaches an 
acoustic telemetry apparatus as claimed in claim 3, except teaching a displacement 
sensor for sensing a position of the reaction mass relative to the elongated member. 

Bedenbender et al., in the same field of endeavor, teaches an acoustic telemetry 
apparatus, which includes a displacement sensor for sensing a position of the reaction 
mass (Figure 2, unit 88) relative to the elongated member (column 7, lines 56-67 and 
Figures 2 and 8). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide a displacement sensor for sensing a position of 
the reaction mass (Figure 2, unit 88) relative to the elongated member of the apparatus 
claimed in claim 1 of U.S. Patent 6,697,298, as evidenced by Bedenbender et al., in 
order to subsequently control the actuator. 

Regarding claims 4 and 26, Bedenbender et al. also teaches a controller 
(Figure 8 unit 142), a displacement sensor and a feedback loop (Figure 8 unit 136) 
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connected to the sensor and controller for conveying an output of the displacement 
sensor to the controller, the conveyed output at least partially determinative of controller 
actions in controlling the actuator (column 7, lines 56-67). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide a displacement sensor and a feedback loop 
connected to the sensor and controller to the apparatus claimed by claim 1 of U.S. 
Patent 6,697,298, as evidenced by Bedenbender et al., in order to control the actuator. 

6. Claims 6-8, 12 and 30 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 1 of U.S. Patent 
No. 6,697,298 in view of Paulsson U.S. Patent 4,715,470. 

Regarding claims 6 and 7, as mentioned above, claim 1 of U.S. Patent 
6,697,298 teaches an acoustic telemetry apparatus as claimed in claims 6 and 7, 
except wherein the actuator is a linear electromagnetic device. 

Paulsson, in the same field of endeavor, teaches an acoustic telemetry 
apparatus, wherein the actuator is a linear electromagnetic device (column 3 lines 2047 
unit 30). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide a linear electromagnetic actuator coupled to the 
reaction mass and to the elongated tube of the apparatus claimed by claim 1 of U.S. 
Patent 6,697,298, as evidenced by Paulsson, to actuate the reaction mass in order to 
generate a data signal. 
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Regarding claim 8, Paulsson also teaches at least two electromagnetic devices, 
wherein the first electromagnetic device (column 4 lines 2942 and Figure 3 units 130 
and 230) being coupled to the reaction mass at a third location and the second 
electromagnetic device being coupled to the reaction mass at a fourth location spaced 
apart from the third location. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide at least two electromagnetic actuators to the 
apparatus claimed in claim 1 of U.S. Patent 6,697,298, as evidenced by Paulsson, in 
order to actuate said reaction mass. 

Regarding claims 12 and 30, even though claim 1 of U.S. Patent 6,697,298 
does not specifically teach that the reciprocating movement is an oscillation at a 
resonant frequency, however, one skilled in the art would recognize that wave oscillates 
best at resonant frequency. Therefore, it would have been obvious to provide 
reciprocating movement at a resonant frequency to the apparatus claimed in claim 1 of 
U.S. Patent 6,697,298 in order to achieve optimal result. 

7. Claims 9, 13, 14, 18-22, 27, 28 and 31 are rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over claim 
1 of U.S. Patent No. 6,697,298 in view of Petersen et al. U.S. Patent 4,314,365. 

Regarding claims 9 and 28, claim 1 of U.S. Patent 6,697,298 does not 
specifically teach the actuator is coupled to the reaction mass with a biasing element. 
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Petersen et al., in the same field of endeavor, teaches an acoustic telemetry 
apparatus for transmitting signals from a first location within a wellbore to a second 
location, wherein the actuator (Figure 7, unit 234) is coupled to the reaction mass 
(Figure 7, unit 232) with a biasing element (Figure 7, unit 238). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to couple the actuator and the reaction mass claimed in 
claim 1 of U.S. Patent 6,697,298 with a biasing element, as evidenced by Petersen et 
al., so that the actuator can be actuated against the reaction mass to produce a signal 
to be transmitted into the elongated member. 

Regarding claims 13, 14, 27 and 31, the actuator disclosed by Petersen et al. is 
also a fluid control device (column 8 lines 27-38). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to provide a 
fluid control device as an actuator disclosed in claim 1 of U.S. Patent 6,697,298, as 
evidenced by Petersen et al., in order to actuate the actuator. The fluid control device 
disclosed by Petersen et al. is also a fast operating valve (column 8 lines 27-38). 

Regarding claim 18, the fluid control device disclosed by Petersen et al. is also 
a variable flow restrictor (column 8 lines 27-38). Therefore, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to provide a variable 
flow restrictor as the fluid control device to the apparatus disclosed by claim 1 of U.S. 
Patent 6,697,298, as evidenced by Petersen et al., in order to variably control the flow 
said fluid control device. 
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Regarding claims 19 and 20, poppet valve and pilot valve have been commonly 
known and used in hydraulic systems to control fluid movement. Therefore, by 
conventionality, it would have been obvious to apply poppet and pilot valves to the 
apparatus disclosed by claim 1 of U.S. Patent 6,697,298 in view of Petersen et al. 

Regarding claims 21 and 22, the first passageway (Figure 4) disclosed by 
Petersen et al. is also a substantially annular space between the reaction mass and the 
elongated member and extending at least partially along the length of the reaction mass 
(Figure 4, unit 232). Said passageway is also a central bore extending through the 
reaction mass (Figure 4). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to provide the indicated passageway to the 
apparatus disclosed by claiml of U.S. Patent, as evidenced by Petersen et al., in order 
for the actuated signal to be transmitted. 

8. Claims 10, 15-17 and 32 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 1 of U.S. Patent 
No. 6,697,298 in view of Petersen et al. U.S. Patent 4,314,365 and in further view of 
Silverman U.S. Patent 3,934,673. 

Regarding claim 10, claim 1 of U.S. Patent 6,697,298 in view of Petersen et al. 
teaches the apparatus as claimed in claim 10, except wherein the biasing element is at 
least one spring element. 

Silveman, in the same field of endeavor, teaches a spring element as a biasing 
element (column 5 lines 54-67) connecting to the actuator. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide a spring as a biasing element coupled to the 
actuator of the apparatus disclosed by claim 1 of U.S. Patent 6,697,298 in view of 
Petersen et al., as evidenced by Silverman, in order to resiliently actuate said actuator 
against the reaction mass. 

Regarding claims 15-17, 32 and 33, as mentioned above, claim 1 of U.S. 
Patent 6,697,298 in view of Petersen et al. teaches an acoustic telemetry apparatus 
including a valve as claimed in claim 15, however, claim 1 of U.S Patent 6,697,298 in 
view of Petersen et al. does not teach that said valve is a rotating valve. One skilled in 
the art would recognize that rotating valve has been commonly used in such hydraulic 
system, as evidenced by Silverman. Silverman teaches an acoustic telemetry 
apparatus, wherein a rotating valve is utilized to control a hydraulic system, wherein 
said rotating valve is driven by a motor (column 5 lines 54-67), and wherein said motor 
is a synchronous motor (column 4 lines 55-60). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide a rotating valve controlled by a synchronous 
motor to the apparatus disclosed by claim 1 of U.S. Patent 6,697,298 in view of 
Petersen et al., as evidenced by Silverman, in order to synchronously control the 
hydraulic system disclosed by claim 1 of U.S. Patent 6,697,298 in view of Petersen et 
al. 
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Conclusion 



9. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hung Q Dang whose telephone number is (571) 
272-3069. The examiner can normally be reached on 9:30AM-6PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Horabik can be reached on (571) 272-3068. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



It 




10 



